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DETAILED ACTION 

Continued Prosecution Application 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 5-16- 
2008 has been entered. 



Response to Arguments 

2. In the remarks filed 5-16-2008, applicant argued the following: 

A. On page 8, that "Claim 4 has now been placed in independent form based on 
claim 1 , and claims 4- 7 and 12-14 remain dependent from claim 4. Said claims 
are now clearly in condition for allowance." 

B. On page 8, that "Claims 2-3, 8-1 1 and 15-17 were canceled in response to a 
restriction requirement. It is believed that it is now appropriate to reinstate claims 
8-1 1 and 15, since they all depend directly or indirectly on allowed claim 4. These 
formerly withdrawn and canceled claims are now listed as new claims 25-29, all 
ultimately dependent upon claim 4, as allowed." 

C. On page 8, that "Claim 1 has presently been amended to clarify aspects of 
the claimed invention, and new claims 18-24 copied from unamended claims 4-7 
and 12-14 have been added as dependent on claim 1 . If claim 1 as now 
amended is now found to be allowable, it would be also appropriate to reinstate 
dependent claims 2, 3,8-11, 15 and 1 6 as dependent upon claim 1 ." 

D. On page 8, that "Claims 17 remains an unexamined independent claim." 

E. On page 9, that "there is no useable description of an SOA therein." 

F. On page 10, that "The claimed feature of full compensation for insertion loss 
is not taught, either expressly or-as the Examiner asserts — impliedly: Col. 2 lines 
1 1-24 is not a reference to full loss compensation associated with an SOA, 
whether or not optional." 
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G. On page 11, that "The deductive conclusion associated with that citation 
simply does not follow, except by overt and impermissible hindsight 
reconstruction based on the present disclosure." 

H. On page 12, that "the directional coupler modulator type of optical modulator 
is nowhere to be found." 

3. Argument A and B are convincing, all claims dependent from claim 4 are allowed, 
see below. 

4. Argument C is noted, claim 1 however remains unallowable, and as a result, 
claim 18, which is identical to unamended claim 4 of the last claim set, and its 
dependents 19-21 have been objected to, and claims 22-24, which were drawn to an 
unelected invention (see response to election requirement dated 1 1-9-2005 and 
rejection dated 11-16-2005), have been withdrawn. 

5. Argument D is convincing, claim 17 is cancelled. 

6. Argument E is unconvincing, in Figure 8, #210 is clearly labeled an SOA, see 
also claim 19 of Zah. 

7. Arguments F-H is moot in view of the new grounds of rejection, which has been 
necessitated by amendment. 

Election/Restrictions 

8. Claims 22-24 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim (claim 18 is not yet allowable). Election was made without traverse in the 
reply filed on 10-27-2005. 
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Allowable Subject Matter 

9. Claims 4-7, 1 2-1 4 and 25-29 are allowed. 

10. Claims 18-21 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. Claim 18 contains the same allowable 
subject matter and similar enough context to claim 4. 

1 1 . Reasons for allowability: Claims 4-7 and 1 2-1 3 were rejected under obviousness- 
type non-statutory provisional double patenting over claims 1-4 and 10-1 1 respectively 
of then copending application 10/655769 (2004/0081389). Applicant responded on 5- 
15-2006 with a terminal disclaimer, which was approved on 5-26-2006, thereby binding 
the claim sets. Claims 1-4 and 10-11 of 10/655769 have since been patented (USP 
6973238) unamended. Instant claims 4-7 and 12-1 3 would be allowed for the same 
reasons as claims 1-4 and 10-11 of 10/655769 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

15. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zah (USP 
No. 6434175) in view of Koch (USP No. 5394489). 

• Regarding claim 1 , Zah discloses An optical module arranged in an optical 
transmission path, comprising: 

o an optical amplifying unit [Fig. 8, #210] configured with a semiconductor 
[Col. 7, line 38] and disposed in series with and behind [Fig. 8, #210-410] 
an optical amplifying unit [Fig. 8, #210], wherein the optical amplifying unit 
amplifies in high gain light input from the optical transmission path [Fig. 8, 
horizontal axis of fig 8 to the right of #210 reads on this]; and 
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o an optical element [Fig. 8, #410] configured with a semiconductor 
[Modulator is disclosed as monolithically integrated with Phasar/DBR in 
Col. 7, line 4. Phasar/DBR contains an SOA (Col. 6, line 58). Therefore, 
the modulator is made of semiconductor.], wherein the optical element 
[Fig. 8, #410] includes an optical modulator [Col. 7, line 24], and 
propagates the light [Arrow at right of figure 8] amplified by the optical 
amplifying unit [Fig. 8, #210] to the optical transmission path [horizontal 
axis of figure 8] 
but fails to disclose that: 

o "[the SOA] is operative to produce gain of the optical amplifying element is 
sufficiently high that insertion loss of the optical module is completely 
compensated." 

o The modulator is in series with and behind the optical amplifying unit 
o The optical modulator is a directional optical modulator 
Koch teaches a laser similar to that of Zah, but has additional disclosure of the 
optical modulator used, including that it can be before or after the optical 
amplifier [Col. 3, lines 40-46], and that it can be a directional optical modulator 
[Col. 2, line 50]. Zah teaches in [Col. 2, lines 11-24] that an SOA is optional, and 
in [Col. 2, lines 25-35] that the insertion loss of the modulators is 3dB or more, 
and that the single pass loss of the path is 1-2dB [Fig. 6-7] With the modification 
of Fig. 3 of Koch, it becomes possible to correct for this loss by changing the gain 
to compensate for the single pass loss, which is not possible if the modulator is 
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lossy and in front of the SOA. Therefore, it would have been obvious to one 
skilled in the art (e.g. an optical engineer) at the time the invention was made, to 
choose an SOA with more than 3dB of gain, and placing it in front of a directional 
coupling modulator as taught by Koch, for the advantage of optimizing the power 
and SNR of the Phasar/DBR disclosed in Fig. 8 of Zah. 

Conclusion 

16. The references made herein are done so for the convenience of the applicant. 
They are in no way intended to be limiting. The prior art should be considered in its 
entirety. 

17. The prior art which is cited but not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ari M. Diacou whose telephone number is (571) 272- 
5591 . The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571 ) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/AMD/ 
8-Aug-08 



/Jack W. Keith/ 

Supervisory Patent Examiner, Art Unit 3663 



